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DETAILED ACTION 
Claim Rejections - 35 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 1-12, 13/8-13/10, 13/12, 14/8-14/10, 14/12, 15/1-15/5, and 15/8-15/12 

are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for failing to 
particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

3. Claims 1-7 provide for the method for editing moving pictures, but, since the 
claim does not set forth any steps involved in the method/process, it is unclear what 
method/process applicant is intending to encompass. A claim is indefinite where it 
merely recites a method without any active, positive steps delimiting how this use is 
actually practiced. 

4. Claim 8 recites the limitations "...the minimum value of the difference..." in page 
86, lines 6-7, and "..editing of the subject frame." in page 86, line 16. There are 
insufficient antecedent basses for these limitations in the claim. 

5. Claim 9 recites the limitations "...the picture difference coded data..." and in 
page 86, line 27 and "...the subject frame." in page 87, line 1. There are insufficient 
antecedent basses for these limitations in the claim. 

6. Claim 10 recites the limitation "...the coded data..." in page 87, line 24. There is 
insufficient antecedent basis for this limitation in the claim. 
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7. Claim 11 recites the limitation "...the picture difference coder to code the picture 
difference coded data after editing...'* in page 89, lines 14-16. There is insufficient 
antecedent basis for this limitation in the claim. 

8. Claim 12 recites the limitation "...the minimum value of the difference..." in the 
paragraph connecting pages 89 and 90. There is insufficient antecedent basis for this 
limitation in the claim. 

The examiner suggests to the applicant that any amendments made to the 
rejected system claims 8-12 be reflected on any amendment made to the rejected 
method claims 1-5. 

Claims 13/8-13/10 and 13/12 depend on claims 8-10, and 12, respectively, and 
are therefore rejected for the reasons discussed in claims 8-10, or 12 above. 

Claims 14/8-14/10 and 14/12 depend on claims 8-10, and 12, respectively, and 
are therefore rejected for the reasons discussed in claims 8-10, or 12 above. 

Claims 15/1-15/5 and 15/8-15/12 recites a storing medium for realizing the 
functions set forth in the preceding claims 1-5, and 8-12, respectively, and therefore, are 
rejected for the same reasons discussed above. 

Claim Rejections - 35 USC § 101 

9. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

10. Claim 15/1-15/5, and 15/8-15/12 are rejected under 35 U.S.C. 101 because 
claims are directed to an information storage medium. 
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When nonfunctional descriptive material is recorded on some computer-readable 
medium, it is not statutory since no requisite functionality is present to satisfy the 
practical application requirement. Merely claiming nonfunctional descriptive material 
stored in a computer-readable medium does not make it statutory. See MPEP 
2106.IV.B.1. 

It is suggested by the examiner to change "storing medium" to a "computer 
readable medium" to overcome the 35 U.S.C 101 rejection. 

Allowable Subject Matter 

1 1 . Claims 8, and 10-12 would be allowable if rewritten or amended to overcome the 
rejection(s) under 35 U.S.C. 112, 2nd paragraph, set forth in this Office action. 

12. The following is an examiner's statement of reasons for allowance: The present 
invention is directed to a moving picture editing method for editing compression coded 
moving picture by utilizing inter-frame prediction based on motion compensation. 

1 3. Independent claim 8 identifies the uniquely distinct features for " a controller for 
controlling, if one or two reference frames utilized for motion compensation of a picture 
frame, constituting a part of the moving picture before editing and not deleted in edition 
so as to constitute part of the moving picture after edition, is subject to error generation 
in processing although not subiect to lack in edition, the motion vector searcher to 
search for the motion vector after editing of the subject frame ". The closest prior art, 
Feder et al. (US 6,300,973). Wee et al. (6,104,441) and Takahashi (US 5.912,709) 
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disclose systems for editing compressed video (inter-frame) using motion 
compensation, either singularly or in combination, fail to anticipate or render the above 
underlined limitations obvious. 

14. Independent claim 10 identifies the uniquely distinct features for " a controller 
functioning such that, if one or two reference frames utilized for motion compensation of 
a subject frame, constituting a part of the moving picture before editing and not deleted 
in edition so as to constitute a part of the moving picture after editing, is subiect to error 
generation in processing although not subject to lack in edition, and also if either one of 
the reference frames meets at least a condition that error generation in it takes place as 
a result of re-encoding in edition or a condition that the coded data and the motion 
vector are changed in edition such that the number of macroblocks having difference 
between motion vector before editing and motion vector after editing exceed a 
predetermined threshold number, it controls the motion vector searcher to search for the 
motion vector after editing of the subiect frame and the counter to count the number of 
macroblocks having difference between motion vector before editing and motion vector 
after editing ". The closest prior art, Feder et al. (US 6,300,973), Wee et al. (6,104,441) 
and Takahashi (US 5,912,709) disclose systems for editing compressed video (inter- 
frame) using motion compensation, either singularly or in combination, fail to anticipate 
or render the above underlined limitations obvious. 

15. Independent claim 11 identifies the uniquely distinct features for " a controller 
functioning such that, if one or two reference frames utilized for motion compensation of 
a subiect frame, constituting a part of the moving picture before editing and not deleted 



Application/Control Number: 09/986,01 5 Page 6 

Art Unit: 2621 

in edition so as to constitute a part of the moving picture after editing, is subject to error 
generation in processing although not subject to lack in edition, and also if eitlier one of 
the reference frames meets at least a condition that error generation in it takes place as 
a result of re-encoding in edition or a condition that the coded data is changed in edition 
and the picture difference is re-encoded such that the number of macroblocks having 
difference between picture difference coded data after editing and picture difference 
coded data before editing exceed a predetermined threshold number, it controls the 
motion compensator to obtain the motion vector after editing of the subject frame, the 
subtracter to subtract the motion compensated picture after editing from the decoded 
data before editing of the subiect frame, the picture difference coder to code the picture 
difference coded data after editing, variable length coder to code the coded data after 
editing of the subiect frame, and the counter to count the number of macroblocks having 
difference between picture difference coded data after editing and picture difference 
coded data before editing ". The closest prior art, Feder et al. (US 6,300,973), Wee et al. 
(6,104,441) and Takahashi (US 5,912,709) disclose systems for editing compressed 
video (inter-frame) using motion compensation, either singularly or in combination, fail 
to anticipate or render the above underlined limitations obvious. 
16. Independent claim 12 identifies the uniquely distinct features for " a controller 
functioning such that: if one or two reference frames utilized for motion compensation of 
a subiect frame, constituting a part of the moving picture before editing and not deleted 
in edition so as to constitute a part of the moving picture after editing, is subiect to error 
generation in processing although not subiect to lack in edition, and also if either one of 
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the reference frames meets a condition that the coded data and the motion vector are 
changed in edition, such that the number of macroblocks having difference between 
motion vector before editing and motion vector after editing exceed a predetermined 
threshold number, and also meets at least a condition that the coded data is not 
changed in edition, a condition that the picture difference is not re-encoded in edition, 
although the coded data is changed therein, or a condition that, although change in the 
coded data and re-encoding of the picture difference have taken place in edition, the 
number of macroblocks having difference between picture difference coded data after 
editing and picture difference coded data before editing is less than a predetermined 
threshold number, it controls the motion vector searcher to search the motion vector 
after editing of the subject frame and also control the first counter to count the number 
of macroblocks having difference between the motion vector before editing of the 
subject frame and the motion vector after editing thereof . The closest prior art, Feder et 
al. (US 6,300.973), Wee et al. (6,104,441) and Takahashi (US 5,912,709) disclose 
systems for editing compressed video (inter-frame) using motion compensation, either 
singularly or in combination, fail to anticipate or render the above underlined limitations 
obvious. 

17. Claims 9, 13, 14, and 15/8-12 would be allowable if rewritten to overcome the 
rejection(s) under 35 U.S.C. 112, 2nd paragraph, set forth in this Office action and to 
include all of the limitations of the base claim and any intervening claims. 

Any comments considered necessary by applicant must be submitted no later 
than the payment of the issue fee and, to avoid processing delays, should preferably 
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accompany the issue fee. Such submissions should be clearly labeled "Comments on 
Statement of Reasons for Allowance." 

Conclusion 

1 8. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

The cited references relate to methods and systems for decoding and coding for 
motion compensated inter frames. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Geiek Topgyal whose telephone number is 571-272- 
8891. The examiner can normally be reached on 8:30am -5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Thai Tran can be reached on 571-272-7382. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more infomriation about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



